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DETAILED ACTION 

Specification 

The disclosure is objected to because of the following informalities: On page 5, lines 20 
and 26, mobile body 12 is mislabeled as "body 22". On page 6, lines 1 and 3, receiver 
device 20 is mislabeled as "device 22", transmitter infrared device 22 is mislabeled as 
"device 20". On page 8, line 10, the sentence for "The rollers 56 and..." is not 
completed. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-7, 9, 10, 11 and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Choi (US 6,083,104). 

For claim 1 , Choi discloses a toy convertible between a crawl (cartridge plugged 
in) mode (Choi, col. 1, line 51-52) and a remote-control (cartridge un-plugged) mode 
(Choi, col. 1, line 52-53), said toy comprising: 

a mobile body (Choi, fig. 1 , #20); 
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an input (Choi, fig. 1 , #21 ) which is attached to the mobile body while the toy is in 
the crawl mode and which provide a response upon activation while the toy is in the 
crawl mode (Choi, col. 2, lines 2-5): and 

a controller (Choi, fig. 8a, #100) which controls the mobile body from a remote 
location while the toy is in the remote-control mode. 

For claim 2, Choi's toy, wherein the input is provided on the controller, and 
wherein the controller is attached to the mobile body while the toy is in the crawl mode 
Choi, fig. 1 ). 

For claim 3, Choi's toy, wherein the response comprises movement of the mobile 
body (Choi, col. 1, lines 47-50). 

For claim 4, Choi's toy, wherein the response comprises generation of an audible 
output (Choi, col. 1 , lines 60-61 ). 

For claim 5, Choi's toy, wherein the activation comprises manual touching of the 
input (Choi, col. 1 , lines 44-47). 

For claim 6, Choi's toy, comprising a plurality of inputs (Choi, fig. 8A, #101 -#104, 
#108-#112). 

For claim 7, Choi's toy, wherein at least two of the plurality of inputs provides a 
different response while the toy is in the remote-control mode (Choi, col. 6, lines 35-39). 

For claims 9, Choi's toy, wherein the toy is converted to the crawl mode when the 
mobile body and the controller are in a certain positional relationship, and wherein the 
toy is converted to the remote-control mode when the mobile body and the controller 
are displaced from this positional relationship (Choi, col. 3, lines 56-59). 
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For claim 10, Choi's toy, wherein the mobile body and the controller include 
mating members (Choi, col. 6, lines 7-9) which, when mated, placed the toy in the crawl 
mode and, when un-mated, place the toy in the remote-control mode. 

For claim 11, Choi's toy, wherein mating members comprise a recess (Choi, fig. 
6, #120) and a tab (Choi, fig. 8A, #121 ) for receipt into the recess. 

For claim 16, Choi discloses a method of playing with the toy, said method 
comprising the steps of: 

placing the toy in the crawl mode, crawling towards the mobile body, and 
activating the input (Choi, col. 2, lines 2-5); and 
placing the toy in the remote-control mode and using the controller to 
control the mobile body from a remote location (Choi, col. 2, lines 11-16). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8, 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Choi. 

For claim 8, Choi discloses a toy wherein each of the plurality of inputs provides 
a different response while the toy is in the crawl mode or remote-control mode (Choi, 
col. 6, lines 35-39), but is silent on utilizing them for the same response in the crawl 
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mode. However, the applicant has not disclosed that utilizing the plurality of inputs for 
the same response in the crawl mode is for any particular purpose. Moreover, it appears 
that the plurality of inputs for different responses, or the plurality of inputs for the same 
response mentioned above, would perform equally well as the input means. Therefore, 
it would have been prima facie obvious to one of ordinary skill in the art at the time of 
the invention to utilize the plurality of inputs for the same response as the input signal 
means because such a modification would have been considered a mere design 
consideration which fails to patentably distinguish over Choi's invention. 

For claim 14, Choi discloses a toy wherein the controller comprises a box-shaped 
member, but is silent on making the controller as a ring-shaped member with a central 
opening through which the antenna can be inserted. However, the applicant has not 
disclosed that inserting the antenna through the controller is for any particular purpose. 
Moreover, it appears that the box-shaped controller, or the ring-shaped controller 
mentioned above, would perform equally well as the controlling means. Therefore, it 
would have been prima facie obvious to one of ordinary skill in the art at the time of the 
invention to form the controller into a ring-shape for the antenna to go through as the 
controlling* means because such a modification would have been considered a mere 
design consideration which fails to patentably distinguish over Choi's invention. 

For claim 15, Choi discloses a toy wherein the plurality of buttons are positioned 
on the top surface of the controller but is silent on positioning the buttons radially on the 
outer surface of a ring-shaped controller. However, the applicant has not disclosed that 
by positioning the buttons radially is for any particular purpose. Moreover, it appears 
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that by placing the buttons on the top surface of the controller, or radially outer surface 
of the controller, as mentioned above, would perform equally well as the input means. 
Therefore, it would have been prima facie obvious to one of ordinary skill in the art at 
the time of the invention to position the plurality of buttons radially onto the controller 
because such a modification would have been considered a mere design consideration 
which fails to patentably distinguish over Choi's invention. 

Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Choi in view of Hoeting (US 6,540,583 B1). 

For claim 12, Choi's toy, wherein the mobile body comprises a base (Choi, fig. 2, 
#20), and movement-providing members attached to the bottom of the base (Choi, col. 
1, line 66-col. 2, line 2). Choi discloses infrared as the remote control signal medium 
and but is silent on the utilization of an antenna. Hoeting discloses a remote controlled 
toy vehicle with an antenna (Hoeting, fig. 1, #142). It would have been obvious to one 
skilled in the art at the time of invention to equip Choi's toy with an antenna for better 
signal reception. 

For claim 13, Choi's toy, wherein the movement-providing members comprise 
rollers rotatably attached to the bottom of the base (Choi, fig. 2, #23 and #25). 

Claims 17-19, 21 and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Choi, in view of Hoeting and further in view of Moon (US 6,441 ,623 
B1). 
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For claim 17, both Choi and Hoeting are silent in disclosing a toy that will provide 
different outputs in response to different positional relationship of a user. Moon 
discloses a proximity sensor, for a vehicle, which senses when an object is in the 
various zones relative to the car, and to provide different outputs in response (Moon, 
col. 4, lines 5-12). It would have been obvious to one skilled in the art at the time of 
invention to equip Choi's toy with Moon's proximity sensor for a toy that is more 
interactive, fascinating, appealing and fun to play with. 

For claim 18, the toy of Choi, with the teachings of Hoeting and Moon, wherein 
the body comprises a base (Choi, fig. 2, #20) and movement-providing members 
attached to the base (Choi, col. 1 , line 66-col. 2, line 2). 

For claim 19, the toy of Choi, with the teachings of Hoeting and Moon, wherein 
the movement-providing members comprise rollers rotatably attached to the bottom of 
the base (Choi, fig. 2, #23 and #25). 

For claim 21 , the toy of Choi, with the teachings of Hoeting and Moon, wherein at 
least one of the response outputs is audio (Choi, col. 1 , lines 60-61 ). 

For claim 23, the toy of Choi, with the teachings of Hoeting and Moon, wherein 
the response outputs are audio, visual, movement, or combinations thereof (Choi, col. 
1, lines 47-50 and 60-61). 

Claim 20, 22, and 24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Choi, in view of Hoeting and further in view of Moon. 
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For claim 20, the toy of Choi, with the teachings of Hoeting and Moon, wherein 
the body comprises an antenna attached to the top of the base (Hoeting, fig. 1 , #142) 
but has the proximity sensors positioned on the bumper (Moon, col. 1 , lines 25-26) 
instead of within the antenna. However, the applicant has not disclosed that positioning 
the proximity sensor within the antenna is for any particular purpose. Moreover, it 
appears that the placement of the sensors in the top front portion of the toy, or within 
the antenna of the toy, would perform equally well as the proximity sensing means. 
Therefore, it would have been prima facie obvious to one of ordinary skill in the art at 
the time of the invention to place the proximity sensor within the antenna because such 
a modification would have been considered a mere design consideration which fails to 
patentably distinguish over Choi's invention, with the teachings of Hoeting and Moon. 

For claim 22, Choi discloses a toy wherein the response outputs are audio, 
visual, movement, or combination thereof (see rejection for claim 23) but is silent on 
having both of the response outputs as audio. However, the applicant has not disclosed 
that utilizing only audio as output is for any particular purpose. Moreover, it appears that 
the plurality of response outputs, or only audio response output mentioned above, 
would perform equally well as the output means. Therefore, it would have been prima 
facie obvious to one of ordinary skill in the art at the time of the invention to utilize just 
audio for the response output because such a modification would have been considered 
a mere design consideration which fails to patentably distinguish over Choi's invention, 
with the teachings of Hoeting and Moon. 
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For claim 24, the toy of Choi, with the teachings of Hoeting and Moon, wherein 
the first zone Z1 has a range which is greater than 30cm and less than 50cm away from 
the body and wherein the second zone Z2 is positioned between the body and the first 
zone Z1 (Moon, col. 4, lines 9-12). Moon does not disclose any other zones lesser than 
30cm. Applicant has not disclosed the first zone to be greater than three inches and 
less than six inches, and the second zone to be between the body and the first zone is 
for any particular purpose. Moreover, it appears that the farther zones, or the closer 
zones mentioned above, would perform equally well as the proximity sensing means. 
Therefore, it would have been prima facie obvious to one of ordinary skill in the art at 
the time of the invention to have the proximity zones closer to the body because such a 
modification would have been considered a mere design consideration which fails to 
patentably distinguish over Choi's invention, with the teachings of Hoeting and Moon. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 5,816,352 - Remote control toy 

US 6,491 ,566 B2 - Sets of toy robots adapted to act in concert 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Cheung whose telephone number is 571-272- 
2772. The examiner can normally be reached on Monday - Friday, 8am - 4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Xuan Thai can be reached on 571-272-7147. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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